
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/717,759 



11/20/2003 



Richard J. Schultz 



01471P0010US 



8771 



32116 7590 05/12/2005 

WOOD, PHILLIPS, KATZ, CLARK & MORTIMER 
500 W. MADISON STREET 
SUITE 3800 
CHICAGO, IL 60661 



[ 



EXAMINER 



PETERSON, KENNETH E 
| ART UNIT 



I 



PAPER NUMBER 



3724 

DATE MAILED: 05/12/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

10/717,759 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IE Responsive to communication(s) filed on 04 April 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) 6.8-10.13 and 18-21 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) 1-5.7.11.12.14-17 and 22-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) H The drawing(s) filed on 20 November 2003 is/are: a)S accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) H Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) PaperNo(s)/Mail Date. . 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 20nov03 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 
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Part of Paper No./Mail Date 050427 
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1 . Applicant's election with traverse of group II, species F in the reply filed on 04 
April 05 is acknowledged. The traversal is on the ground(s) that the searches would 
overlap. This is not found persuasive because overlapping searches does not disprove 
that the fields of search are different as per MPEP 808.02(C). Alltho there is some 
overlapping, there are also many facets to the searches that are unique. 

However, during searching, Examiner realized he could rejoin groups III and IV 
without being overly burdened. Groups III and IV are hereby rejoined to elected group 
II. Claims 1-5,7,11,12,14-17 and 22-24 will be examined. 

The requirement, as modified, is still deemed proper and is therefore made 
FINAL. 

2. The abstract of the disclosure is objected to because it is over 150 words. 
Correction is required. See MPEP § 608.01(b). 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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4. Claims 1-5,1 1,15-17 and 22-24 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Evans '255. 

5. Claims 1-4,7,1 1,15,22 and 23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by the AccuCut A200 Dial-A-Blade (june 03). 

As seen in the middle figure, the transparent cutting guide and ruler constitutes 
an elongate rail. 

Examiner requests that Applicants continue their quest to find the initial sale date 
or earlier documents for this device. More comprehensive documents would also be 
appreciated. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-5,7,11,12,14-17 and 22-24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Carlson et al.757, who shows a paper trimmer with most of the 
recited limitations including a pivotable guide rail (214) and three different types of 
blades (272,274,276). 

Carlson's blade holder holds just one blade at a time. Examiner takes Official 
Notice that it is well known for such traversing cutters to hold multiple blades that are 
selectively pivotable into usable position. An example of this is the patent to Evans 
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'255. It would have been obvious to one of ordinary skill in the art to have modified 
Carlson by having his blade holder pivotally hold multiple blades, as is well known and 
taught by Carlson, in order to be able to quickly move to a new blade when the old 
blade becomes dull. Carlson would obviously fill out his different blade posts with his 
different types of blades. While Examiner deems this to be obvious, it is further made 
obvious by the likes of the AccuCut A200 Dial-A-Blade. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ken Peterson at 571-272-4512, on Monday-Thursday, 
7AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Allan Shoap, can be reached at 571-272-4514. In lieu of mailing, it is 
encouraged that papers be faxed to 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. For more information about the 
PAIR system, see httD://pair-direct.uspto.aov or call the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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